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DETAILED ACTION 
Response to Amendment 

1. The preliminary amendment submitted on 24 February 2005 has been entered. 
Applicant's amendment contains 2 claims numbered as "10" and accordingly 
claim 10 (second occurrence) is supposed to be claim 14 and the claims 
numbered as 14-20 should be renumbered as claims 15-21. Also the amendment 
is not of proper form as it is not proper to use strikethrough and single brackets 
to show that which is to be deleted. Accordingly applicant needs to make sure 
that the claims are properly renumbered and/or amended in response to this 
office action to avoid a notice of non-compliant amendment being sent out. 

Claim Rejections '35 use §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ohashi et al (US Patent No. 6,143,676A). 

The reference teaches, in the abstract, the examples, and the claims, a synthetic 
silica glass optical material for high output power vacuum ultraviolet rays made from 
ultra high purity synthetic silica glass for use in the wavelength region of from 165 to 
195 nm. containing OH groups at a concentration of from 5 to 300 wt ppm with a 
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fluctuation width in OH group concentration of 10 wt ppm or less, containing hydrogen 

molecules at a concentration of from 1x10^^ - 1x10^^ and a chlorine content of less than 

50 ppm more preferably less than 10 ppm. 

The instant claims are rendered obvious by the reference. The limitation of 

"adapted to be used with a higher order of hamnonic" is an ultimate intended use 

and as such adds little or no patentable weight to the claim. While the reference does 

not teach the same OH concentration, a hydrogen molecule concentration, and a 

chlorine content as instantly claimed it does teach ranges that encompass that which is 

instantly claimed. However, one of ordinary skill in the art at the time the invention was 

made would have considered the invention to have been obvious because the 

corinpositional proportions taught by the reference overlap the instantly claimed 

proportions and therefore are considered to establish a prima facie case of 

obviousness. It would have been obvious to one of ordinary skill in the art to select any 

portion of the disclosed ranges including the instantly claimed ranges from the ranges 

disclosed in the prior art reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
percentages". In re Peterson 65 USPQ2d 1 379 (CAFC 2003). 

Also. In re Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff , 16 USPQ2d 1934 

(CCPA 1976); In re Malaaari . 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

As for the properties of transmittance at a wavelength of 245 nm and Active temperature 
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these appear to be inherent properties possessed by the glass of the material as the 
composition is the same absent evidence showing othenA/lse. 

4. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamagata et al (US Patent No. 5.325,230A). 

The reference teachers, in the abstract, the examples, and the claims, synthetic 

« 

optical members made of high-purity synthetic silica glass material containing at least 
about 50 wt. ppm of OH groups, and are doped with hydrpgen. The examples recite a 
hydrogen molecule concentration ranging from 1x10^^ - 4x10^®, see especially 
examples 7-8, 12-14 and 18-20 which possess a hydrogen molecule concentration that 
falls within the instantly claimed range. Also see column 1 , lines 15+ and claim 6 
which recites that the optical member may be exposed to a YAG fourth harmonics laser 
beam. 

The instant claims are rendered obvious by the reference. While the reference 
does not teach the same OH concentration, hydrogen molecule concentration, and a 
chlorine content as instantly claimed it does teach ranges that encompass that which is 
instantly claimed. However, one of ordinary skill in the art at the time the invention was 
made would have considered the invention to have been obvious because the 
compositional proportions taught by the reference overlap the instantly claimed 
. proportions and therefore are considered to establish a prima facie case of 
obviousness. It would have been obvious to one of ordinary skill in the art to select any 
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portion of the disclosed ranges including the instantly claimed ranges from the ranges 

disclosed in the prior art reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also, In re Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 USPQ2d 1934 

(CCPA 1976); In re Malaaari . 182 USPQ 549. 553 (CCPA 1974) and MPEP 2144.05. 

As for the properties of transmittance at a wavelength of 245 nm, Active temperature, 

and damage threshold values these appear to be inherent properties possessed by the 

glass of the material as the composition is the same absent evidence showing 

othen/vise. As for the amount of chlorine, since the reference recites no chlorine content 

this meets claim 2 as claim 2 reads on no chlorine being present. As for the irradiating 

steps of method claim 19 (as renumbered, originally claim 18) this appears to be a 

matter of obvious choice or design best determinable through routine experimentation 

and optimization within the art and producing no unexpected results absent evidence to 

the contrary. 

5. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamagata et al (US Patent No. 5,086,352A). 

The reference teaches, in the abstract, the examples, and the claims, synthetic 
optical members made of high-purity synthetic silica glass material containing at least 
about 100 wt. ppm of OH groups, and are doped with hydrogen in a hydrogen ion 
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Vr 

concentration ranging from 5x10^® - 5x10^^ (see claim 2). Examples 7-8, 12-14 and 18- 

20 recite a hydrogen molecule concentration ranging from 1x10^® - 4x10^^. Also see 

column 1, lines 7+ and claim 10 which recites that the optical member may be exposed 

to a YAG fourth harmonics laser beam. 

The instant claims are rendered obvious by the reference. While the reference 

does not teach the same OH concentration, hydrogen molecule concentration, and a 

chlorine content as instantly claimed it does teach ranges that encompass that which is 

instantly claimed. However, one of ordinary skill in the art at the time the invention was 

made would have considered the invention to have been obvious because the 

compositional proportions taught by the reference overlap the instantly claimed 

proportions and therefore are considered to establish a prima facie case of 

obviousness. It would have been obvious to one of ordinary skill in the art to select any 

portion of the disclosed ranges including the instantly claimed ranges from the ranges 

disclosed in the prior art reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where In a disclosed set of 
percentage ranges is the optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also. lnre Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 USPQ2d 1934 

(CCPA 1976); In re Malaaari . 182 USPQ 549. 553 (CCPA 1974) and MPEP 2144.05. 

As for the properties of transmittance at a wavelength of 245 nm, fictive temperature, 

and damage threshold values these appear to be inherent properties possessed by the 

glass of the material as the composition is the same absent evidence showing 
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otherwise. As for the amount of chlorine, since the reference recites no chlorine content 
this meets claim 2 as claim 2 reads on no chlorine being present. As for the irradiating 
steps of method claim 19 (as renumbered, originally claim 18) this appears to be a 
matter of obvious choice or design best determinable through routine experimentation 
and optimization within the art and producing no unexpected results absent evidence to 
the contrary. 

6. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ikuta etal (US Patent Application Publication No. 20030051507 A1). 

The reference teaches, in examples 14-16, ct, the examples, and the claims, 
synthetic silica glasses made of high-purity synthetic silica glass material containing at 
from 28 to 180 ppm of OH groups, and a hydrogen molecule concentration ranging from 
3.3x10^^-3.46x10^®, 

The instant claims are rendered obvious by the reference. The limitation of 

"adapted to be used with a higher order of hamonic" is an ultimate intended use 

and as such adds little or no patentable weight to the claim. While the reference does 
not teach the same OH concentration, hydrogen molecule concentration, and a chlorine 
content as instantly claimed it does teach ranges that encompass that which is instantly 
claimed. However, one of ordinary skill in the art at the time the invention was made 
would have considered the invention to have been obvious because the compositional 
proportions taught by the reference overiap the instantly claimed proportions and 
therefore are considered to establish a prima facie case of obviousness. It would have 
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been obvious to one of ordinary sl<ill in the art to select any portion of the disclosed 

ranges including the instantly claimed ranges from the ranges disclosed in the prior art 

reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
percentages". In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also. lnreGeisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 USPQ2d 1934 

(CCPA 1976); In re Malaqari . 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

As for the properties of transmittance at a wavelength of 245 nm, fictive temperature, 

and damage threshold values these appear to be inherent properties possessed by the 

glass of the material as the composition is the same absent evidence showing 

othen/vise. 

7. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese Patent Specification No. 2002-87833A. 

The reference teaches, in the abstract and in the Table on page 2, synthetic 
silica glasses containing from 10-30 ppm of OH groups and a hydrogen molecule 
concentration ranging from 4x10^^ - 8x10^®. 

The instant claims are rendered obvious by the reference. The limitation of 

"adapted to be used with a higher order of hamionic" is an ultimate intended use 

and as such adds little or no patentable weight to the claim. While the reference does 
not teach the same OH concentration, hydrogen molecule concentration, and a chlorine 
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content as instantly claimed it does teach ranges that encompass that which is instantly 

claimed. However, one of ordinary skill in the art at the time the invention was made 

would have considered the invention to have been obvious because the compositional 

proportions taught by the reference overlap the instantly claimed proportions and 

therefore are considered to establish a prima facie case of obviousness. It would have 

been obvious to one of ordinary skill in the art to select any portion of the disclosed 

ranges including the instantly claimed ranges from the ranges disclosed in the prior art 

reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
percentages". In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also. In re Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 USPQ2d 1934 

(CCPA 1976); In re Malaqari . 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

As for the amount of chlorine, since the reference recites no chlorine content this meets 

claim 2 as claim 2 reads on no chlorine being present. As for the properties of 

transmittance at a wavelength of 245 nm, fictive temperature, and damage threshold 

values these appear to be inherent properties possessed by the glass of the material as 

the composition is the same absent evidence showing othenA/ise. 
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Priority 

8. Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Japan on 07/31/02. It is noted, however, that applicant has not filed 
a certified copy of the Japanese application as required by 35 U.S.C. 1 19(b). 

Specification 

9. The abstract of the disclosure is objected to because it is not in the form of a 
single paragraph which is free of extraneous material. Correction is required. See 
MPEP§ 608.01(b). 

Information Disclosure Statement 

10. The foreign references and the non patent literature reference cited on the 
information disclosure statement filed 31 January 2005 were not considered as the IDS 
fails to comply with 37 CFR 1.98(a)(2), which requires a legible copy of .each cited 
foreign patent document; each non-patent literature publication or that portion which 
caused it to be listed; and all other information or that portion which caused it to be 
listed. Accordingly since no copies of these documents were provided these references 
have not been considered. 

Any inquiry concerning this communication or earlier communications from the examiner should be directed 
to Anthony J. Green whose telephone number is 571-272-1367. The examiner can normally be reached on Monday- 
Thursday 6:30-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jerry Lorengo 
can be reached on 571-272-1233. Jhe fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information system, call 800- 
786-9199 (IN USA OR CANADA) or 571-272-1000. 
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